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counsel jointly and severally liable for pay- 
ment to Mor-Flo of the damages we assess. 

CONCLUSION 

For the foregoing reasons, the judgment 
appealed from is affirmed. Because State 
has show-no arguable basis in law or fact for 
reversal^ and has argued its . appeal with 
^distortion- and disregard, of the : record and 
the controlling law, we deem the appeal to 
.have been frivolous as filed and frivolous as 
argued, and grant Mor-Flo's request for 
sanctions under Fed. R. App. P; 38. There- 
fore Mor-Flo is awarded the sum of $5,000 
as, damages for defending this frivolous^ap- 
peal, for the payment of which State and its 
counsel are jointly and severally liable. 
AFFIRMED — 
SANCTIONS IMPOSED. 
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JUDICIAL PRACTICE AND 
PROCEDURE 

1. Procedure — Summary judgment — Pat- 

ents (§410.3303) 
Summary judgment is as available in pat- 
ent cases as in other areas of litigation and 
can facilitate disposition of legally meritless 
suits, but improvident grant of summary 
judgment can prolong litigation and increase 
its burdens, especially in patent disputes in 
which patent property is wasting asset. 

PATENTS 

2. Patentability/ Validity — Anticipation — 

In general (§115.0701) 

Anticipation under 35 USC 102 cannot be 
found if more than one reference is required 



the brief."); Browning Debenture Holders 
Comm. v. DASA Corp., 605 F.2d 35, 41 (2d Or. 
1978)- Hilmon, 899 F.2d at 254 (collecting 
cases); Coghlan, 852 F:2d at 817-18; TIF Instr 
Inc. v. CoIeite;m F.2d 197, 201 (6th dr. 1983) 
(Nies, J., sitting by designation); Hatch v Reli- 
ance Ins. Co., 758 F.2d 409, 416 (9th Or ) cert 
denied, 474 U.S. 1021 (1985); Braley, 832 F.2d 
at 151 1 (collecting cases); Saltany v. Reagan 
886 F 2d 438, 441 (D.C. Cir. 1989), cert, denied, 
U0 S.Ct. 2172 (1990). 



to establish unpatentability of claimed inven- 
tion; rather, validity in such case is deter- 
mined pursuant to 35 USC 103. 
3. Patentability /Validity — Anticipation — 
Prior art (§115.0703) 

Patent construction — Claims — Defining 
terms (§125.1305) 

Federal district court erred by ruling, on 
summary judgment, that claims for patented 
bottle were anticipated by prior art, since 
court erred in its construction of claim term 
"hollow/ 1 and since disputed issue of fact 
exists as to whether injection blow molding 
process necessarily produced "hollow" ribs 
in prior art base structure, as term "hollow" 
is used in patent. 

4. Patentability /Validity — Anticipation — 
Prior sale — In general (§115.0707.01) 

"On sale" bar of 35 USC 102(b) does not 
arise simply because intended customer was 
participating in development and testing, but 
rather all circumstances concerning relation- 
ship between patentee and customer must be 
considered in light of public policy underly- 
ing Section 102(b); thus, federal district 
court erred in determining that bottle was 
"on sale," in view of evidence showing that 
bottle was part of terminated development 
project that never bore commercial fruit and 
was cloaked in confidentiality. 

5. Patentability /Validity — Obviousness - 
Combining references (§115.0905) 

Federal district court erred by ruling, on 
summary judgment, that claimed bottom 
structure for plastic container was obvious, 
since, drawing all reasonable inferences in 
favor of patentee, it has not been established 
that person skilled in art would be motivated . 
to select and combine features from each, 
prior art source to make patented base. 

6. Patentability/Validity — Obviousness--; 
Secondary considerations generally i 
(§115.0907) 

Differences between patented invention^ 
and prior art which may appear technology 
callv minor nonetheless can have practicfj| 
impact, particularly in crowded field, anaja 
such case objective indicia, such as coming 
cial success, or filling existing need, Uluma 
nate technological and commercial environ 
ment of inventor, and aid in understanding 
state of art at time invention was maae.^— 

7. Patentability/ Validity - Obviousnes^ 
Commercial success (§115.UVWJ. 

Patented invention need not be solely 
sponsible for commercial success moroe^ 
this factor to be given appropriate wcb 
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Particular patents - General and me- 
chanical — Plastic bottle 

4,108 324, Krishnajumar, Roy, Pocock 
Das, and Mahajan, ribbed beverage bottle 
structure for plastic container created by 
plastic hot-fill, summary judgment of inva- 
lidity vacated in part, reversed in part, and 
remanded. ^ 
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Appeal from the U.S. District Court for 

uspq"? vm Istrict ° f Ohi0i Spiege] ' J * ; 1 1 

Patent infringement action brought bv 
Continental Can Co. USA Inc. and Conti- 
nental Pet Technologies Inc. against Mon- 
santo Co., Hoover Universal Inc., and John- 
^ son Controls Inc. From federal district court 
^ decision entering summary judgment in fa- 
yor of defendants, plaintiffs appeal. Vacated 
g in part, reversed in part, and remanded. 

S Eugene F. Friedman, Chicago, III. (Edwin 

4 C Thomas, III and David M. Novak, of 

£| Bell, Boyd & Lloyd, Chicago; Kurt L 

U Orossman, of Wood, Herron & Evans' 

W Cincinnati, Ohio, with him on brief), for 

3g plaintifT-appellants. 

It Henry J. Ren k New York, N.Y. (Lawrence 

» ■ l Cl Z t0 u* n ?r Bruce C Haas ' of Fitzpa- 
M-.- ' f l L„~> Har P er & Scinto, New York- 
Hi Jacob K. Stein and Deborah DeLong, of 
m; Thompson, Hine & Flory, Cincinnati, 
***\ Ohio; Lawrence L. Limpus, St. Louis, 
: Mo., and Edward L. Levine, Milwaukee, 
^ Wis with him on brief), for defendants- 
appellees. 

^efbre Newman, Archer, and Rader, circuit 
^judges. 

^■Newman, J. 

^Continental Can Company USA and Con- 
PE 1 Techn oiogies (collectfvdy 
iS^lT 3 1 J fPP^the partial summary 
li^u C o ° f l , he United States District Court 
M*t n ?™ th * rn District of Ohio, holding 
|^t ; United States Patent No. 4,108,324 
If^. ■ onobase or '324 patent) is invalid. 1 
Mmaljudgment was entered on this issue, for 
^purpose of appeal. 

§p-: Summary Judgment 

^^issue may be decided on motion for 
||||mary judgment when there is no genuine 

ill SmT/^wi^ U £ A v - Monsanto Co., 
iptf, -No. C-1-86-I2I3 (S.D. Ohio Nov. 9 



issue of material fact, and the movant is 
entitled^ judgment as a matter of law. Fed 
i AHn?3&' Ander son v. Liberty Lobby 
r C ' V? £5- VI (1986 >= Mote/Corp, v 
Catrett, All U.S. 317, 325,26 (1986); 
Scripps Clinic & Research Foundation v 
Genentech, Inc., 927 F.2d 1565 1571 18 
USPQ2d 1001, 1005 (Fed. Cir 1991) The 
movant s burden is to show that no fact 
material to.the issue is in dispute, that even if 
all material factual inferences are drawn in 
tavor of the non-movant the movant is enti- 
tled to judgment as a matter of law. Id 
Nummary judgment is as available in patent 
cases as in other areas of litigation. Chore- 
il?%f, U '£ ment ' Inc v - Cumberland Corp., 

The purpose of the summary process is to 
avoid a clearly unnecessary trial, Matsu- 
shita Elec. Industrial Co. v. Zenith Radio 
Corp., 475 U.S. 574, 587 (1986)! it fs not 
designed to substitute lawyers' advocacy for 
evidence or affidavits for examination be- 
fore the fact-finder, when there is a genuine 
issue for trial. As stated in Adickes v. S H 
Kress & Co., 398 U.S. 144, 176 (1970) 
(Black, J., concurring), "[t]he right tQ CQn '_ 
tront, cross-examine and impeach adverse 
witnesses is one of the most fundamental 
rights sought to^be preserved by the Seventh 
Amendment \ See also Poller v. Columbia 

wy{\962) g System ' //IC " 368 U * S - 464 * 

[1] While facilitating -the disposition of 
legally mentless suits/when summary judg- 
ment is improvidently granted the effect is to 
prolong litigation and increase its burdens 
IS of particular concern in patent dis- 
putes, where the patent property is a wasting 
asset, and justice is ill served by delay in final 
resolution In the case at bar, although some 
issues could be resolved on the law and 
undisputed facts, other issues require trial. 

The Patented Invention 

The '324 patent, entitled "Ribbed Bottom 
Structure for Plastic Container", inventors 
Suppayan M Krishnakumar, Siegfried S. 
Roy John E Pocock, Salil K. Das, and 
Oautam K. Mahajan, is directed to a plastic 
bottle whose bottom structure has sufficient 
flexibility to impart improved impact resis- 
tance, combined with sufficient rigidity to 
resist deformation under internal pressure 
The patented bottle is said to provide a 
superior combination of these properties 
I he bottom structure is illustrated as 
follows: 
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Monsanto^ successor in this business, Hoo- 
ver Universal, Inc. and Hoover's parent com- 
pany, Johnson Controls (collectively "Mon- 
santo"). Monsanto moved for partial 
summary judgment based on issues of valid- 
ity under 35 U.S.C. §§ 102 and 103. 



Claim 1 is the broadest claim of the '324 

P atent: . 11 A 

1 . A container having a sidewall and a 

bottom structure closing the container at 
an end portion of the sidewall, 

the outer surface of the bottom struc- 
ture comprising a central concavity, 

a convex heel surrounding the concavity 
and merging therewith and with the 
sidewall end portion, the lowermost points 
of the. Heel lying in a common plane, 

and a plurality of ribs interrupting the 
outer surface of the concavity and distrib- 
uted in a symmetrical array, 

each rib extending longitudinally in the 
direction of the heel and downwardly from 
an inner portion of the concavity, whereby 
trie outer end portion of each rib is lower 
than the inner end portion thereof, 

characterized by the feature that the 
ribs are hollow. 
Claims 2 through 5 include additional limita- 
tions, described as contributing to the struc- 
ture's rigidity, flexibility, or both. Claim 2 
specifies the ratios of thickness of the walls 
of the bottom structure to the thickness of 
the sidewall end portions. Claims 3 specifies 
that the margins of each rib merge smoothly 
with adjacent portions of the bottom struc- 
ture. Claim 4 specifies that each rib is convex 
relative to the bottom structure. Claim 5 
specifies that each rib is of fusiform (a gently 
tapered shape at the ends) configuration. 
Each claim carries an independent presump- 
tion of validity, 35 U.S.C. § 282, and stands 
or falls independent of the other claims. 
' Altoona Publix Theatres, Inc. v. American 
Tri-Ergon Corp., 294 U.S. 477, 487 [24 
USPQ 308] (1935). 

Continental brought suit for patent in- 
fringement against Monsanto Company and 
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35 U.S.C. § 102(a) 

The statutory requirement that a patented 
invention be "new' 1 is tested in accordance 
with 35 U.S.C. § 102(a), which provides 
that: 

§ 102. A person shall be entitled to a 
patent unless — 

(a) the invention was known or used by 
others in this country, or patented or de- 
scribed in a printed publication in this or a 
foreign country, before the invention 
thereof by the applicant for patent. . . . 
The district court found that all the claims of 
the '324 patent were anticipated by U.S. 
Patent No. 3.468,443 (the Marcus patent). 
We conclude that the district court erred in 
claim interpretation, and also found disputed 
facts adversely to the nonmovant, thus inap- 
propriately deciding the issue summarily. 

[2] Anticipation under § 102(a) requires 
that the identical invention that is claimed 
was previously known to others and thus is 
not new. Scripps Clinic, 927 F.2d at 1576, 18 
USP02dat 1010; Titanium Metals Corp. of 
Am. v. Banner. 778 F.2d 775, 780, 227 * 
USPQ 773, 777-78 (Fed. Cir. 1985); Linde- ■* 
mann Maschinenfabrik GmbH v. American 
Hoist and Derrick Co., 730 F.2d 1452, 1458, 
221 USPQ 481,485 (Fed. Cir. 1984). When 
more than one reference is required to estab- 
lish unpatentability of the claimed invention 
anticipation under § 102 can not be found, 
and validity is determined in terms of § 

It was Monsanto's burden to show that^- 
every element of the several claims of the-, 
'324 patent was identically described in trie? 
asserted anticipating reference, the Marcu|> 
patent. The district court focused on m 
term "characterized by the feature that tfte ; 
ribs are hollow", which limits all of the- m 
patent claims. Continental argues that -m 
district court incorrectly construed this i ter^ 
as a matter of law, and that the Ma«g* 
patent shows ribs that are not hollow, as W| 
term is used in the '324 patent. ConUnerg 
also points to other differences betwe^W 
'324 claims and the description in the 
cus patent. . '•nVfci 

The Marcus palent rib structures ifflfc 
trated in Figure 5 and in cross-section 
Figure 6: 
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FIG. 5 
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The Marcus patent does not state that its 
ribs are "hollow", or use a similar term 
Continental s witnesses testified by deposi- 
tion that the Marcus patent shows solid^not 
hollow, ribs. A witness (Adomaitis) had stat- 
ed in an- internal memorandum written at 
Continental in 1969, well before this litiga- 
tion arose, that "the ribs of their [Marcus'l 
web can be made of solid beams only" 

' 324 co - inventor Poc °^ 

It seems evident to me that he [Marcusl 
; was trying to produce some kind of con- 
tainer integrity by the production of essen- 
tially solid ribs on the bottom of the bottle 
It seems to go to great length here to 
•; illustrate them as such. 
;Krishhakumar, another co-inventor, testified 
'lT y ° bvious ribs are shown 
« s ° lld • and that Figures 5 and 6 as well as 
^-^ures 7 through 12 of the Marcus paten 
^all show solid ribs. However, Marcus, testify- 
til"V° r Monsant °. testified that his ribs were 
' l" d that conventional blow molding 
^would inherently produce hollow ribs 
|LT he d,stric * court defined "hollow" as 
taeaning that "the inside contour of the ribs 
#" era J^ f ° ll0WS the ou tside contour there- 
^?a definition- on which the parties agreed 
Continental, 11 USPQ2d at 1764. See the 
gourt s opinion, 11 USPQ2d at 1764-68, for 
feanous sketches made by the witnesses. Con- 

■te ta - S,at S that the district court erred in 
fanstru.ng "hollow", and that the phrase 

feS ter ' Zed by ,! he feature that 'he rib' 
M S . mUS l be const rued in terms of 
miZ 1 ^ wh,ch il a PPears. See, eg 
W§S?° n C ? r P- v - United States I nt' I Trade 
fe ^ 831 F.2d 1017, 1021, 4 USPQ2d 

IE? t F ^ d - Cir " 1987 >- The '324 patent 
Ife -'y d «stn.guished the Marcus teach- 

fe n„ 8 . t fi h n t , the 'u 324 ribs are - unl *e 
iprcus, not filled with plastic The '324 

||fjficat.on,uses the term P '"hollow", as do 

^secution history and the claims,, for 

purpose. The '324 patent's usage of 



figu^A? illUStrated in rib "OSS-section in 




J^ t Y°^ atC ^ s rib structure thus was 
fnw" a y d ' ffere " t,a ted by- the term "hoi- 
ow as used m the '324 specification, draw- 
ings, and prosecution history. Since the 
claim term must be construed as used by the 
patentee, the distnet court erred in its con- 
struction of the '324 claim term "hollow- 
On correct claim construction, the factual' 
question of anticipation must be decided 

Monsanto's argument is that hollow ribs 
were inherently produced by Marcus. Mon- 

r a nc^ U L ai " 8Ues that a "ticipation lies be- 
cause he Marcus patent's ribs are "inherent- 
y hollow, regardless of how they are shown 
in the Marcus patent. Monsanto argues that 
because the Marcus ribs are formed by iniec- 
Jw- mo,d i n 8. which is the same process 
desenbed for the Conobase '324 ribs, hollow 
ribs are inherently disclosed in the Marcus 
patent. 

To serve as an anticipation when the refer- 
ence is silent about the asserted inherent 
characteristic, such gap in the reference may 
be rilled with recourse to extrinsic evidence 
i>uch evidence must make clear that the 
missing descriptive matter is necessarily 
present in the thing described in the refer- 
ence, and^that it would be so recognized by 

R2d 578, 581, 212 USPQ 323, 326 (CCPA 

S))^ 40 USPQ ^ 667 ^ GCPA 

lHlZT y ' f l (n J' e , ve . r ma y not ^ estab- 
lished by probabilities or possibilities The 
mere fact that a certain thing may result 
from a given set of circumstances is not 
sufficient. [Citations omitted.] If how- 
ever, the disclosure is sufficient to show 
that the natural result flowing from the 
operation as taught would result in the 
performance of the questioned function it 
seems to be well settled that the disclosure 
should be regarded as sufficient 
This modest flexibility in the rule that "an- 
ticipation requires that every element of the 
claims, appear in a single reference accom- 
modates situations where the common 
knowledge of technologists is not recorded in 
the reference; that is, where technological 
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facts are known to those in the field of the 
invention, albeit not known to judges. It is 
not, however, a substitute for determination 
of patentability in terms of § 103. 

[3] Continental does not dispute the appli- 
cability of the injection blow molding pro- 
cess. However, Continental disputes the ma- 
terial of fact of whether this process 
necessarily produced "hollow" ribs in the 
Marcus base structure, as the term "hollow" 
is used in the '324 patent. Resolution of this 
disputed fact adversely to Continental was 
improper on summary judgment. The grant 
of summary judgment of anticipation under 
§ 102(a) is vacated. The.issue requires trial. 

II 

35 US. C. § 102(b) 

The district court also held that the Mar- 
cus bottle was on sale, 35 U.S.C. § 102(b). 
Section 102(b) bars entitlement to a patent 
when: - ' 

' . (b) the invention was . . . in public use 
or on sale in this country, more than one 
year prior to the date of the application for 
patent in the United States. 
The Marcus bottle. was developed some ten 
years before the filing date of the '324 pat- 
ent, during a project wherein Marcus' em- 
ployer, Admiral Plastics or APL Corpora- 
tion, entered into agreements with the Coca- 
Cola Company for the development of a 
suitable plastic bottle. The agreements pro- 
vided that Admiral Plastics would make and 
Coca-Cola would test the bottles, and. that if 
a satisfactory bottle was developed it would 
be manufactured by Admiral and purchased 
by Coca-Cola. Minimum commercial quan- 
tities and maximum commercial prices were 
stated in an agreement, and costs were a 
matter of discussion. Admiral produced a 
variety of bottle shapes, including the Mar- 
cus bottle. The project was terminated after 
about two years, because the "mechanical 
performance" requirements were not met as 
Coca-Cola wrote at the time. 

[4] The district court reasoned that this 
project "called for the eventual marketing of 
the Marcus bottles once all technical diffi- 
culties were resolved", Continental, 11 
USPQ2d at 1766, and on this basis held that 
the Marcus bottles were on sale. This hold- 
ing was in error, for the "on sale" bar of § 
102(b) does not arise simply because the 
intended customer was participating in de- 
velopment and testing. See Great Northern 
Corp. v. Davis Core & Pad Co:, 782 F.2d 
159; 164-65, 228 USPQ 356, 35.8 (Fed. Cir. 
1986). In Baker Oil. Tools, Inc. v. Geo Vann, 
Inc., 828 F.2d 1558, 1563-65, 4 USPQ2d 



1210, 1213-15 (Fed. Cir. 1987), this court 
summarized various factors pertinent to the 
"on sale" bar when there is an issue concern- 
ing the relationship between the patentee 
and the customer: for example, whether 
there was a need for testing by other than the 
patentee; the amount of control exercised; 
the stage of development of the invention; 
whether payments were made and the basis 
thereof; whether confidentiality was re- 
quired; and whether technological changes 
were made. All of the circumstances attend- 
ing the relationship must be considered in 
light of the public policy underlying § 
102(b). UMC Electronics Co. v. United 
States, 816 F.2d 647, 656, 2 USPQ2d 1465, 
1471-72 (Fed. Cir. 1987), cert, denied, 484 
U.S. 1025 (1988). 

The district court acknowledged that all 
technical difficulties were not resolved and 
that no sales were ever made. Although Ad- 
miral Plastics' hope was surely commercial 
sales, and the record shows that prices and 
quantities were discussed, this does not of 
itself place the subject matter "on sale" in 
the sense of § 1 02(b)- The Marcus bottle was 
part of a terminated development project 
that never bore commercial fruit and was 
cloaked in confidentiality. While the line is 
not always bright between development and 
being on sale, see generally UMC Electron- 
ics, supra, in this case the line was not 
crossed. The "on sale" bar is measured by 
"the time the public came into possession of 
the invention", id. at 655, 2 USPQ2d at 1471 
(quoting In re Foster, 343 F.2d 980, 987-88, 
145 USPQ 166, 173 (CCPA 1965), cert 
denied, 383 U.S. 966 [149 USPQ 906] 
(1966) ("What starts the period running^ 
clearly the availability of the invention to the 
public through the categories of disclosure.; 
enumerated in 102(b). ..." (emphasis 
original))). We conclude that the district 
court erred in holding that the circumstances; 
that here existed placed the Marcus bottles^ 
-on sale" in terms of § 102(b). We thereto; 
reverse and direct that on remand judgment 
on this issue shall be entered in favpr^)! 
Continental, as a matter of law. 



in 

35 U.S.C. § 103 

Obviousness, 35 U.S.C § 103, is ^ 
as a legal conclusion based upon 
facts of four general <atcgon»-j«^. 
scope and content of the pr.or art. Ufcfflg^, 
ences between the prior art and ™*£fafc 
invention, the level of ordinary 'f^Mm 
time the invention was made^^W^ 
tive considerations that may be present- 



santo Co. 



• 20USPQ2d 



5 (Fed. Cir. 1987), this court 
various factors pertinent to the 
* when there is an issue concern- 
tionship between the patentee 
.tomer: for example, whether 
eed for testing by other than the 
: amount of control exercised; 
development of the invention; 
nents were made and the basis 
:ther confidentiality was re- 
whether technological changes 
Vll of the circumstances attend- 
ionship must be considered in 
: public policy underlying § 
C Electronics Co. v. United 
•\2d 647, 656, 2 USPQ2d 1465, 
1. Cir. 1987), cert, denied, 484 
988). 

;t court acknowledged that all 
acuities were not resolved and 
were ever made. Although Ad- 
s' hope was surely commercial 
e record shows that prices and 
tre discussed, this does not of 
he subject matter "on sale" in 
102(b). The Marcus bottle was 
rminated development project 
ore commercial fruit and was 
mfidentiality. While the line is 
right between development arid 
, see generally UMC Electron^ 
n this case the line was not 
"on sale" bar is measured by 
: public came into possession of 
"Jd. at655,2USPQ2datl471 
e Foster, 343 F.2d 980, 987-88, 
166, 173 (CCPA 1965), cert. 
U.S. 966 [149 USPQ 906] 
tat starts the period running is 
ailability of the invention to the 
lh the categories of disclosure JS 
in 102(b). . . (emphasis in 
»Ve conclude that the district ^ 
i holding that the circumstances *M 
sted placed the Marcus bottles-is 
erms of § 102(b). We therefore ^ 
lirect that on remand judgment^ 
: shall be entered in favor, ; ofJ| 
as a matter of law. 

. 

III 

35US.C§103 

ss, 35 U.S.C. § 103, is revie>||J| 
lclusion based upon underlying| 
r general categories, viz.j0m 
itent of the prior art, the dm$m 
n the prior art and the ciaime^f 
z level of ordinary skiiliat^tra 
ntion was made, and any^^geS 
itions that may be presenK0g|| 
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ham v. John Deere Co., 383 U.S. 1, 17 [148 
USPQ 459] (1966); Interconnect Planning 
Corp, v. Feil, 774 F.2d 1132, 1137-38^227 
USPQ 543, 547 (Fed. Cir. 1985). 

[5] The parties agreed'that the scope and 
content of the prior art was adequately repre- 
sented by four references: the Marcus patent 
discussed in Part I ante, a patent to Colombo 
(U.S. Patent No. 3,403,804), and two pat- 
ents owned by Continental, U.S. Patent No 
3,598,270 (the Petaloid patent), and No, 
3,935,955 (the 5 Decaloid patent). They 
agreed on little else. In granting summary 
judgment; of invalidity for obviousness^ the 
district court found certain disputed materi- 
al facts and misapplied certain precepts of 
law. We conclude that the issue was not 
^amenable to summary resolution. Although 
-iris- riot entirely references 
were combined by the court, we shall review 
"'the references briefly; in order to explain our 
conclusion. 

The Petaloid Patent : 

- The district court referred to the deposi- 
tion testimony of Siegfried Roy, one of the 
; co-inventors of the '324 patent, that the Pet- 
j aloid base, inverted, was similar to the Cono- 
r ^ ! base. Continental points out that neither Roy 
: ^rior any other deponent suggested that the 
I Petaloid base could be or should be inverted, 
|< dr that inversion would provide an improved 
L%ase structure. In In re Gordon, 733 F 2d 
U 900, 902, 221 USPQ 1 125, 1 127 (Fed. Cir. 
1^1984) this court held that although a prior 
JrWrt; /device could have been turned upside 
ipaown; that did not make the modification 
|ffobvious unless the prior art fairly suggested 
Mthe desirability of turning the device upside 
ptowii- - 

i| ; l^ ontinental P° ints out that the Petaloid 
^description differs in several other ways from 
^!§'j324 invention. In the '324 structure the 
mter end of each rib is lower than the inner 
J?2? Whereas in the Petaloid structure the 
P?$ er ends of the ribs are higher than the 
^per'ends; that is, the ribs in ; the Petaloid 
^ase;extend upward from the center to the 
M^wali; The Petaloid bottle is supported on 
i|^ xtendin g between the ribs, such feet 
SHjfthe locations for stress concentrations. 
|Je -following drawing is from the Petaloid 
r pa|eht: 

Continental states that the '324 Conbbase is 
iJS^ly different, but avoids the stress con- 
^S^'ons of the Petaloid device, thus en- 

- mpact resistance * Monsanto argues 
ffiffiii^Mncntal simply used the Pe : taI6id 
^.^!?t^- ribs ' in combination with the Marcus 

ll^W' -T^ is rec * uires determination of 
■Blether there was something in the prior art 




as a whole to suggest the desirability, and 
thus the obviousness, of making the combi- 
nation, in a way that would produce the '324 
structure. See, e.g., Uniroyal, Inc. v. Rud- 
kin-Wiley Corp., 837 F.2d 1044, 1051 5 
USPQ2d 1434, 1438 (Fed. Cir.), cert, de- 
nied, 488 U.S. 825 (1988). Continental ar- 
gues that it is not apparent, even with hind- 
sight, how any combination of the Petaloid 
and Marcus patents;6r other references lead 
to the '324 base. The Petaloid patent shows 
concave ribs that extend- all the way to the 
sidewall, while the Marcus ribs extend "from 
the heel" .toward an annular central ring. 
The Petaloid base has wide, petal-like, open 
ribs, while Marcus shows narrow, beam-like 
ribs. The deposition testimony was in conflict 
as to the inferences drawn from the 
references, 

; Oh this disputed issue, drawing reasonable 
inferences in favor of the non-movant, it has 
not been established that one skilled in the 
art would be motivated to select and combine 
features from each source in order to make 
the '324 base. Interconnect Planning, 114 
F.2d at 1143, 227 USPQ. at 551 ("When 
prior art references require selective combi- 
nation by the court to render obvious a subse- 
quent invention, there must be some reason 
for the combination other than the hindsight 
gleaned from the invention itself). 

The Decaloid Patent 

The district court also referred to combi- 
nation of the Decaloid base with the Marcus 
base. The Decaloid base has ten hollow ribs 
that extend to the sidewall, and ten feet 
between the ribs: 
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Monsanto.does not exp lain, and we can not 
discern; how the combination with --Marcus 
would have led a person of ordinary skill to 
the '-324 base. The court's summary holding 
of obviousness based on these references, 
separately or in combination, can not be 
sustained. . 

The Colombo Patent 

The Colombo base, like the Petaloid and 
Decaloid bases, has hollow ribs that extend 
to the sidewall, in a still different structure 
from:that of Marcus and also from that of 
the 324 patent. Colombo describes his ribs 
as inverted U-shapes, concave, located on the 
outer surface of the central concavity: 




Aeain, drawing reasonable factual infer- 
ences in favor of Continental, and in the 
absence of any suggestion or motivation in 
the prior art as a whole to make a selective 
combination of the Colombo and Marcus 
structures along with other changes needed 
to obtain the '32*4 structure, summary judg- 
ment of bbviousriess was inappropriate. 

The district court found that there was no 
substantial difference between the 324 in- 
vention and the combined teachings, of the 

Pr As obviousness can be established on the 
basis of the combined teachings of reler- 
ences, we think it is clear that simple 
enhancements of existing prior art, i.e., 
inverting the '270 petaloid base, do not 
constitute a substantia) difference be- 
tween the subject matter claimed in the 
'324 patent and that of the prior art. 1 nus 
the facts of this case reveal no substantial 
difference between '324 and the prior art. 



Continental, 11 USPQ2d at 1769 (citation 
omitted). However, as we have discussed the 
criterion of § 103 is not whether the differ- 
ences from the prior art are "simple enhance- 
ments", but whether it would have been 
obvious to make the claimed structure. 

Objective Indicia 

The district court concluded that the 
structure in suit is simply a variation on 
known themes. It is in such circumstance 
that the objective indicia — the so-called 
secondary considerations — are most useful 
to the decision-maker. The significance of a 
new structure is often better measured in the 
marketplace than in the courtroom, 

[61 Thus when differences that may appear 
technologically minor nonetheless have a 
practical impact, particularly in a crowded 
field the decision-maker must consider the 
obviousness of the new structure in this light. 
Such objective indicia as commercial suc- 
cess or filling an existing need, illuminate 
the technological and commercial environ- 
ment of the inventor, and aid in understand- 
ing the state of the art at the time the 
invention was made. See In re Piasech,U5 
F 2d 1468, 1475, 223 USPQ 785, 790 (Fed. 
Cir 1984) (secondary considerations often 
establish that an invention appearing to have 
been obvious in light of the prior art was not 
(Quotine Stratoflex, Inc. v. Aeroquip Corp., 
713 F 2d 1530, 1538-39, 218 USPQ 871,879 
(Fed. Cir. 1983))). 

Continental licensed the '324 counterpart 
Japanese patent to a Japanese company 
Yoshino, that we are told had been unab e to 
develop a plastic bottle for hot-fill applies- # 
tions. A witness for Toyo Sejkan another^ 
Japanese licensee, testified that the Lono^ 
base -sustains itself in higher temperature ,| 
and it does not cause buckling after yc jjfe 
[the bottle]", as compared with previa^ 
available plastic bottles. Continental asse||, 
that Monsanto had been unable to dewta& 
satisfactory bottle for hot-fill aPP^« 
and had therefore obtained this technology 

from Yoshino. \*A ae £k 

[71 The district court acknowledge^ 
commercial success of the Conoba^g 
stated that "we are not convinced thgfc 
conobase alone accounts fori any ot u^i 
cess." 11 USPQ2d at ^.^^at 
original). The court suggested that 
mercial success in Japan was due^g 



market strength of the J a P an f h e , t ^HS 
and held that there is no nexus 
merits of the product and ! CO f %® 
success. It is not necessary howew .^, 
patented invention be solely respu ^ 
the commercial success, in orae. 
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factor to be given weight appropriate to the 
evidence, along with other pertinent factors. 
See generally . Demaco Corp. v.. .F Von 

1392-94, 7 USPQ2d 1222, 1226-28 (Fed 
Cir.), cert, denied, 488 U.S. 956.(1988)- 

' fnf e ^i%\L nC ,^ Beckman Instruments. 
Inc. 727 R2d 1540, 1546, 221 USPQ 1 7 

)u n C "i l9 *V- Mons anto also states that 
tfte Conobase is different from the '324 in- 
vention so that even were the Conobase 
successful this does not inure, to the benefit 

r,; 1 • ?4 patent - h is apparent that the 
lactual issues surrounding the objective indi- 
cia, were disputed, and material. 

In view of the material facts requiring 
resolution the issue of obviousness was not 
r| y. d f 1 c , ided on motion for summary 

n ir tn * \??f Va< f ie the « rant based °n 35 
u.a.t,. & 103, and remand for trial of this 
issue and. the other issues remaining in the 

CBSC. 

Costs 

. Costs in favor of Continental. 
t , : REVERSED IN PART, VACATED IN 
PART, and REMANDED ^ AItD IN 



3. Types of marks - Generic — Particular 
marks (§327.0603) * r 

"MULTI-VIS," as applied to multiple vis- 
cosity motor oil, is generic and incapable of 
registration, despite form declarations from 
nine marketers of automotive oil products as 
nrnS of te J. m; a PP lica nt's extensive 
promotional expenditures,, unit sales, prod- 
uct revenues, and position of sales leadership 

tiXi u TT rC v £ S ^ cient t0 demonstrate 
that MULTI-VIS" is either promoted as 

Sk° r PCrCeiVed a * one b y Purchasing 




VS. Patent and Trademark Office 
Irademark Trial and Appeal Board 

In re Pennzoil Products Co. 
...... Serial No. 73/670,049 

Decided August 21, 1991 
Released October 10, 1991 

^|MMARKS AND UNFAIR TRADE 

^Types of marks — Descriptive - in gen- 
fe eral (§327.0301) . 6 

fetenn is considered to be merely descrip- 
tor goodsorseyices, within meaning of 

lalSl^ A ? S SeCti J ° n if h im ™" 

^^ desenbes ingredient, quality, chafac- 

!S, ?r feature ,. or if 't d «rectly conveys 
ggrmation regarding nature, function, pur- 

mr&T u ucl l, 800ds or serviccs : term 
mW Ino describe all properties or functions 

ilKj r .. s ™. but rather is merely 
m$Sr™A " descnbe s significant attri- 
Jmtj0; 80°ds or services. 

fft S . 0f marks - Descriptive - Par- 
^cular marks (§327.0303) 

bS LTI " VIS " is merel y d escriptive of 
||>ple v, SC os,ty motor oil, regardless of 



Appeal from refusal of registration (Fred 
Mandir, examining attorney; Thomas 
Howell, managing attorney). 
Application for registration of trademark 

W/Srtti M^l? Ca ' serial.no. 
73/670 049, filed July 6, 1987. From refusal 

ol registration, applicant appeals. Affirmed 

Frederick B. Ziesenheim, of Webb, Burden 

Ziesenheim & Webb, Pittsburgh, Pa., for 
applicant. 6 ' 

Before Cissel, Quinn, and Hohein' members 
Hohein, member. 

An application has been filed by Pennzoil 
iAe»? S „ Com P an y to register "1VIULTI- 
vis tor multiple viscosity motor oil" 1 

Registration has been finally refused un- 
der Section, 2(e)(1) of the Trademark Act 

15 k U - S;C J- 1052(e) < 1 >' on the bas " that.' 
^ n U i ed ,n ^""ection with applicant's 
goods, the m ark is merely descriptive of 

1™„h A l h0Ugh ,. a P.P lica "t. in response, 
amended the application to seek registration 
pursuant to the provisions of Section 2(f) of 
the Trademark Act, 15.U.S.C. S1052<T) 
registration thereunder has also been finally 
refused on the ground that the evidence of 
acquired distinctiveness is insufficient since 
he term "MULTI-VIS" is generic or so 
inherently and directly descriptive of appli- 
cant s goods as to be incapable of 
registration. 2 



K r 'ii N0 - L 3 / 670 ' 049 ' filed °" J»ly 6, 1987 
which alleges dates of first use of April 28 1953 

A-.- r A efus . al was "Pressed in the Office 

Action of April 4, 1 990 as follows: 
The refusal of registration on the ground that 
he evidence presented fails to demonstrate de 
jure secondary meaning under Section 2(f) is 
proper. The proposed mark MULTI-VIS is 
generic or so highly descriptive as to be incapa- 
ble of registration. F 
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